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Remarks 



Claims 1-38 are pending. Claims 34-38 are withdrawn from further consideration 
since they are directed to a non-elected invention. 



Newly submitted claims 34-38 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons. The claims are 
grouped as follows: 

I. Claims 1-33, drawn to a method for synchronizing objects on temporarily 
inaccessible storage volumes, classified in class 709, subclass 221. 

II. Claims 34-38, drawn to a method for using a list to update objects 
synchronizing objects, classified in class 709, subclass 221. 

Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. See MPEP § 806.05(d). In the instant case, invention II 
has separate utility as discussed by the applicants on page 23 line 2 to page 24 line 5 of 
the application. The invention of group II uses a list of objects to determine which 
objects to update. As noted in the cited portion of the specification, the invention of 
group II could be used in systems where a storage volume does not become 
inaccessible, but where only a portion of the objects on a storage device become 
unavailable. So the invention of Group II could be used in a system with an 
unremovable storage volume. In contrast, the invention of Group I clearly requires the 
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storage volumes, and not just the objects, to become inaccessible. The invention of 
Group II therefore has separate utility. 

Examination of the invention of Group II would require searching class 707 
subclass 9 - Database or File Accessing - Concurrency, while examination of the 
invention of Group I would not. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

Since applicant has received an action on the merits for the originally presented 
invention, the invention of Group I has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claims 34-38 are withdrawn 
from consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) 
and MPEP§ 821.03. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

As to claim 1 , the preamble requires the second device to occasionally delete 
objects stored in the storage volumes of the second device when the first device cannot 
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access the storage volume. However, when the body of the method is practiced, the 
second device will not occasionally delete objects because it will never attempt to 
synchronize them if the method steps are practiced. The language is therefore 
contradictory because a device that practices the method of the body will not 
occasionally delete objects stored in one or more of the plurality of storage volumes 
during synchronization. Since claims 2-12 depend on claim 1 and therefore contain the 
same language, they are rejected for the same reasons. For purposes of prior art 
rejections in this Office action, the Examiner will construe the language of the preamble 
as merely a description of prior art systems. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hawkins, U.S. Patent No. 5,884,323, in view of Harari et al. f U.S. Patent No. 5,887,145, 
and further in view of Porcaro, U.S. Patent No. 5,774,717. 
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Regarding claim 1 , the preamble will be given patentable weight since the claim 
body refers back to the preamble. See the first device at lines 4 and 6. Hawkins 
teaches the invention substantially as claimed by disclosing: 

A first device (Fig. 1 elem. 110 handheld) and a second device (Fig. 1 elem. 150 

PC); 

Practicing a method comprising: 

Identifying one or more storage volumes of the plurality of storage 
volumes associated with the first device (col. 9 line 58 to col. 10 line 8 
memory card number as parameter to API function call opening database 
on the handheld; col. 7 lines 24-29); 

Synchronizing objects contained in the one or more identified storage 
volumes (col. 4 lines 37-42). 

Hawkins does not explicitly teach a first device that is capable of communicating 
with a storage volume that can become inaccessible to the first device and a method 
wherein the step of identifying one or more storage volumes identifies the one or more 
storage volumes as currently accessible to the first device and the step of synchronizing 
objects comprises synchronizing only objects contained in the one or more identified 
storage volumes. Hawkins does however teach that the PC uses an API call that 
requires a memory card number as a parameter when opening a particular database on 
the handheld computer/first device (col. 9 line 58 to col. 10 line 8). 

Harari on the other hand teaches a handheld computer including a removable 
memory card (Figs. 1 and 3). Harrari therefore teaches a storage volume/memory card 
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that can become inaccessible to the first device/handheld since a memory card is 
inaccessible when it is removed. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Harari's removable memory card with the handheld of 
Hawkins because of Hawkins' suggestion that the handheld includes memory cards 
(col. 9 line 58 to col. 10 line 8). 

The combination of Hawkins in view of Harari does not explicitly teach a method 
wherein the step of identifying storage volumes identifies storage volumes currently 
accessible to the first device. However, this feature is implicit in the teachings of the 
combination of Hawkins in view of Harari based on logical reasoning. Hawkins teaches 
that the PC's API includes a remote procedure call for opening a database on the 
handheld (col. 7 lines 24-29). Hawkins also teaches that this API function call may 
return successfully (col. 9 line 65 to col. 10 line 8), which implies that the function call 
may also return unsuccessfully. If the database cannot be opened, the memory card 
must be inaccessible. If the database can be opened, the memory card must be 
accessible. The combination of Hawkins in view of Harari therefore identifies storage 
volumes currently accessible to the current device when opening the databases. 

The combination of Hawkins in view of Harari does not explicitly teach a method 
wherein the step of synchronizing objects comprises synchronizing only objects 
contained in the one or more identified storage volumes. 

Porcaro on the other hand teaches a method for resynchronizing files where the 
user is informed of synchronization conflicts and the user selects one or more conflict 
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resolution options (claim 1 ). The conflict resolution options include a proceed option 
that allows the synchronization to proceed (col. 9 lines 18-21 ). The conflict resolution 
options also include an ignore option that prevents the synchronization from proceeding 
(col. 9 lines 22-24). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Porcaro's teaching regarding user resolution of 
synchronization conflicts with the method of the combination of Hawkins in view of 
Harari by asking the user how to proceed in the event that the API function call for 
opening a database on the handheld fails. This combination would have been obvious 
because allowing the user to resolve conflicts makes the system's actions more closely 
reflect the user's desires. In the resulting combination, the user would be asked before 
a database on the host would be deleted because it was no longer accessible on the 
handheld. When the user chooses not to synchronize the database (i.e., ignore the 
conflict), the system of the combination would only synchronize objects contained in the 
storage volumes currently identified as accessible. 

Regarding claim 2, the combination of Hawkins in view of Harari and further in 
view of Porcaro teaches a method further including identifying one or more of the 
plurality of storage volumes previously accessible to the first device but not currently 
accessible to the first device wherein the identifying further comprises identifying one or 
more of the plurality of storage volumes as previously accessible to the first device but 
no longer currently accessible to the first device and while synchronizing, ignoring 
objects stored on the one or more of the plurality of storage volumes identified as 
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previously accessible to the first device but not currently accessible to the first device 
(col. 9 line 58 to col. 10 line 8 unsuccessful return of SyncOpenDB). 

Regarding claim 3, the combination of Hawkins in view of Harari and further in 
view of Porcaro teaches the additional limitations of claim 3. As to the first limitation, it 
is broader in scope than the one addressed above in claim 2 and is therefore rejected 
for the same reasons. As to the step of while synchronizing, ignoring objects stored on 
the one or more identified storage volumes not currently accessible to the first device, a 
person of ordinary skill in the art at the time the invention was made would reasonably 
infer that the combination of Hawkins in view of Harari implicitly teaches this limitation. 
If the SyncOpenDB function call does not return successfully, the system cannot 
synchronize that particular database. If the database cannot be synchronized, the 
system must skip or ignore the database in the current round of synchronization. 

Regarding claim 4, Hawkins teaches a method wherein each object comprises a 
plurality of data items (col. 4 lines 2-9). Hawkins also teaches a method wherein the 
synchronizing step further comprises synchronizing data items in one object with 
corresponding data items in another object (col. 4 lines 2-9 synchronizing database in 
handheld with database in PC). 

Regarding claim 5, Hawkins teaches a method wherein the objects are 
databases (col. 4 lines 2-9). 

Regarding claim 6, the combination of Hawkins in view of Harari teaches a 
method wherein the first device identifies storage volumes currently accessible to the 
first device (col. 9 line 58 to col. 10 line 8 successful return of SyncOpenDB). 
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Regarding claim 7, Harari teaches a method wherein the storage volume is a 
removable memory card configured to be inserted into the first device (Figs. 1 and 3). 

Regarding claim 8, Hawkins teaches a method wherein the first device is a 
portable computing device (Fig. 1 elem. 110 handheld). 

Regarding claim 9 f Hawkins teaches a method wherein the second device is a 
desktop computer (Fig. 1 elem. 150 PC). 

Regarding claim 10, the combination of Hawkins in view of Harari and further in 
view of Porcaro implicitly teaches this limitation. Hawkins teaches that the personal 
computer holds databases that are synchronized with those on the handheld (col. 4 
lines 37-42). Even if the Hawkins synchronization program cannot successfully open 
the database on the handheld, a person of ordinary skill in the art would reasonably 
infer that the database on the PC can be changed regardless of whether the handheld 
can access the database on the PC since this is to be the point of the whole 
synchronization process. The PC therefore continues to monitor and record changes to 
items in the PC databases, which have corresponding entries in the databases on the 
handheld. The combination of Hawkins in view of Harari therefore teaches a method 
further comprising the second device continuing to monitor and record changes to 
objects stored on storage volumes that are inaccessible to the first device. 

Regarding claim 1 1 , Hawkins teaches this limitation. When the handheld is not 
in communication with the PC, the databases/storage volumes on the PC are 
inaccessible. When the handheld is able to communicate with the PC, the databases 
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on the PC become accessible, and the items within the corresponding databases are 
synchronized. 

As to claim 12, it is a computer readable media claim corresponding to method 
claim 1 . Since it does not teach or define above the information in the corresponding 
method claim, it is rejected under the same basis. 

Regarding claim 13, the reasons for rejection are evident from the reasons given 
above with respect to claim 1 . 

Regarding claim 14, Hawkins teaches a method wherein the object comprises a 
plurality of items and the corresponding object on the base computer comprises a 
plurality of corresponding items (col. 4 lines 2-9 and 27-42). 

Regarding claim 15, Hawkins teaches a method wherein the object comprises a 
plurality of items and the corresponding object on the base computer comprises a 
plurality of corresponding items (col. 4 lines 2-9 and 37-42), and wherein the 
synchronizing the object further comprises synchronizing data items in the object with 
the corresponding data items in the corresponding object on the base computer (col. 4 
lines 2-9 and 37-42). 

Regarding claim 16, Hawkins teaches a system wherein the portable computer 
determines whether the removable storage device is inserted into the personal 
computer (col. 9 line 58 to col. 10 line 8 SyncOpenDB as remote procedure call from PC 
to handheld). 

Regarding claim 17, the combination of Hawkins in view of Harari and further in 
view of Porcaro implicitly teaches this limitation. Hawkins teaches that the personal 
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computer holds databases that are synchronized with those on the handheld (col. 4 
lines 37-42). Even if the Hawkins synchronization program cannot successfully open 
the database on the handheld, a person of ordinary skill in the art would reasonably 
infer that the database on the PC can be changed regardless of whether the handheld 
can access the database on the PC since this is to be the point of the whole 
synchronization process. The PC therefore continues to monitor and record changes to 
items in the PC databases even when the SyncOpenDB function unsuccessfully returns 
(col. 9 line 58 to col. 10 line 8). 

As to claim 18, it is a computer readable media claim corresponding to method 
claim 13. Since it does not teach or define above the information in the corresponding 
method claim, it is rejected under the same basis. 

Regarding claim 19, it is a method claim similar in scope to claim 1 except for the 
following additional limitations: (a) each storage volume contains at least one object 
and wherein each object contains a plurality of data items; and (b) synchronizing only 
objects in currently accessible storage volumes. As to point (a), Hawkins teaches a 
system that synchronizes databases (col. 4 lines 2-9 and 27-42). The database is an 
object, and databases contain multiple items. As to point (b), Hawkins teaches that the 
SyncOpenDB function returns successfully if the database on the handheld can be 
opened. If the database cannot be opened, this function would not successfully return. 
The PC software would recognize this condition and not attempt to synchronize a 
database that cannot be opened. 
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Regarding claims 20-23, they introduce additional limitations identical to those of 
claims 2-3, 7, and 10 discussed above. Since the remarks given above with respect to 
claims 1-3, 7, and 10 apply equally here, they will not be repeated. 

As to claim 24-28, they are computer readable media claims corresponding to 
method claim 19-23, respectively. Since they do not teach or define above the 
information in the corresponding method claims, they are rejected under the same 
basis. 

As to claim 29-32, they are apparatus claims corresponding to media claims 25 
and 27-28, respectively. Since they do not teach or define above the information in the 
corresponding method claims, they are rejected under the same basis. 

As to claim 31 , Hawkins teaches a system wherein the apparatus is a desktop 
computer (Fig. 1 elem. 150). 

As to claim 33, the remarks given above with respect to claim 1 1 apply equally to 
claim 33 and will not be repeated. 

Claims 13-15 and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kucala, U.S. Patent No. 6,243,705, in view of the Admitted Prior Art. 

Regarding claim 13, Kucala teaches the invention substantially as claimed by 
disclosing a method comprising: 

Creating an association between an object on a storage device of a portable 
computer and a corresponding object on a base computer (col. 2 lines 4-9); 
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Synchronizing the object stored on the storage device of the portable computer 
with the corresponding object on the base computer (col 2 lines 10-27 showing 
synchronization that occurs when object is on both the handheld and the desktop); 

Preventing the corresponding object on the base computer from being deleted if 
the corresponding object is not on the storage device of the portable computer (col. 3 
lines 24-32 showing that the desktop file is not deleted when the corresponding file is 
not on the handheld). 

Kucala does not explicitly teach a method wherein the portable computer has a 
removable storage device and the method further comprises: 

Storing an object on a removable storage device, wherein the removable storage 
device is configured to be inserted into and removed from the portable computer; 

Synchronizing the object stored on the removable storage device with the 
corresponding object on the base computer if the removable storage device is inserted 
into the portable computer; 

Preventing the corresponding object on the base computer from being deleted // 
the removable storage device is not inserted into the portable computer 

The APA on the other hand teaches a portable computer having a removable 
storage device and storing an object on a removable storage device, wherein the 
removable storage device is configured to be inserted into and removed from the 
portable computer (p. 3 lines 8-23). 

It would have been obvious to one of ordinary skill in the art to combine the 
APA's teachings regarding the use of removable storage devices in handhelds with the 
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handheld of Kucala because the use of memory cards allow a user to increase the 
memory resources of a pportable computer. When a memory card is inserted into the 
system of the combination of Kucala in view of the APA, the system will synchronize the 
objects stored on the removable storage device with the corresponding object on the 
base computer if the removable storage device is inserted into the portable computer 
per the process described at col. 2 lines 10-27). When the memory card is removed 
from the system of the combination of Kucala in view of the APA, corresponding objects 
on the base computer from being will be prevented from being deleted when the 
removable storage device is not inserted into the portable computer since the system 
would operate as described at col. 3 lines 24-32. Although the combination may result 
in the creation of a corresponding database on a different memory card that is currently 
inserted into the portable computer, it will not result in the deletion of the corresponding 
object from the base computer. 

Regarding claim 14, Kucala teaches a method wherein the object comprises a 
plurality of items and the corresponding object on the base computer comprises a 
plurality of corresponding items (col. 4 lines 3-5 calendar files containing plurality of 
records). 

Regarding claim 15, Kucala teaches a method wherein the object comprises a 
plurality of items and the corresponding object on the base computer comprises a 
plurality of corresponding items (col. 4 lines 3-5), and wherein the synchronizing the 
object further comprises synchronizing data items in the object with the corresponding 
data items in the corresponding object on the base computer (col. 4 lines 3-21 ). 
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Regarding claim 17, the combination of Kucala in view of the APA teaches a 
base computer that continues to monitor and record changes to items in the base 
computer databases even when removable storage device is not inserted into the 
portable computer (col. 3 liens 24-32). 

As to claim 18, it is a computer readable media claim corresponding to method 
claim 13. Since it does not teach or define above the information in the corresponding 
method claim, it is rejected under the same basis. 

Response to Arguments 

Applicant's arguments with respect to claims 1-33 in the responses filed on 
March 6, 2003 (paper no. 8) and June 18, 2003 (paper no. 10) are moot in view of the 
new grounds of rejection. However, in the interest of advancing the prosecution, the 
Examiner will address certain arguments. 

At the bottom of page 15 and the top of page 16 of the response filed on March 
6, 2003 (paper no. 8), the Applicants argue that the Examiner's interpretation of the 
Hawkins reference is not consistent with embodiments of the HotSync architecture 
described at the URL specified in the response. First, it is noted that the Applicant 
failed to provide a copy of the reference discussed in the response. Accordingly, there 
is no evidence in the record indicating whether the Applicant's arguments concerning 
the reference are true. Arguments unsupported by any evidence in the record are not 
persuasive. In addition, the Applicant has provided no evidence that the reference 
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describes the version of the HotSync architecture at the time of or prior to the 
Applicant's filing date. 

At the bottom of page 16 and the top of page 17 of the response filed on March 
6, 2003 (paper no. 8), the Applicant argues that his method requires only a desktop 
synchronization manager in the second device and a portable synchronization manager 
in the first device and is implemented without a need for the sync manager library and 
conduit libraries of Hawkins. It is noted that all of these features do not appear in all of 
the independent claims. 

At the bottom of page 17 and the top of page 18 of the response filed on March 
6, 2003 (paper no. 8), the Applicant argues that a person of ordinary skill in the art 
would have made the inferences in line with the typical practice in the art as discussed 
on page 3 lines 8-23 of the specification. The Examiner has provided evidence in the 
form of Porcaro that it is known within the art to ask the user to resolve synchronization 
conflicts. 

Conclusion 

A shortened statutory period for response to this action is set to expire three 
months from the mail date of this letter. Failure to respond within the period for 
response will result in ABANDONMENT of the application (see 35 U.S.C. 133, M.P.E.P. 
710.02, 710.02(b)). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Caldwell, whose telephone number is (703) 
306-3036. The examiner can normally be reached on M-F from 9:00 a.m. to 5:30 p.m. 
EST. 
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If attempts to reach the examiner by phone fail, the examiner's supervisor, 
Glenton Burgess, can be reached at (703) 305-4792. Additionally, the fax numbers for 
Group 2100 are as follows: 

Fax Responses: (703) 872-9306 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group receptionist at (703) 305-9600. 



Andrew Caldwell 
703-306-3036 
December 23, 2003 



